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I. Remarks 

Claims 1-188 were previously pending. Claims 1-32, 49-135 and 156-165 have been 
rejected as discussed in more detail herein. Claims 33-48, 136-155 and 166-188 have 
been withdrawn from consideration as a result of a restriction requirement. 

II. Claim Rejections under 35 U.S.C, § 112. second paragraph 

Claims 1-32, 49-135 and 156-165 have been rejected under 35 U.S.C. § 1 12, second 
paragraph, as allegedly being indefinite for failing to particularly point out and distinctly 
claim the subject matter that Applicants regard as their invention. Specifically, the Office 
Action contends that "the claims are unduly multiplied insofar as they are repetitious with 
the result that they confuse rather than clarify the invention for which Applicant is 
seeking a patent." The Office Action then states that Applicants are "required to select 
40 claims from the above rejected claims for prosecution on the merits." 

Because Applicants are required to select 1 claims, albeit an apparently arbitrary 
number of 40 claims, Applicants herewith select claims 1-2, 4-5, 8, 20-21, 25, 28-31, 50, 
62, 68-69, 73,79,91,96-99, 102, 107, 111-114, 121, 129, 134-135, 156-158, 161, 163- 
165. For the reasons set forth hereinbelow, Applicants request that this rejection be 
withdrawn. 

"An applicant should be allowed to determine the necessary number and scope of his 
claims, provided he pays the required fees and otherwise complies with the statute." 
Application of Wakefield, 422 F.2d 897, 900 (CCPA 1970); see also Ex parte Moloney et 
al, 1999 WL 33205694, Appeal No. 98-3200 (BPA1 1999) (unpublished) (copy attached 
as Exhibit A). Such is the case here: all of the presented claims are fully supported by 
the as-filed specification and applicants have paid the requisite fees (which were 
substantial at $4278). As such, the multiplicity rejection should be withdrawn for at least 
this reason. 

Furthermore, even if it was appropriate for a multiplicity rejection to be made in view 
of the number of claims presented, the requisite showing for such a rejection has not been 
presented. In Ex parte Hall et al. (2002 WL 31003029, Appeal No. 1998-1357 (BPA1 

! The Office Action states that "the response must include an election of claims " This is not an 

"election of species," so Applicants are herewith selecting claims, as opposed to this being an "election" as 
in the quoted portion. 
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2002) (unpublished) (copy attached as Exhibit B)), the Board reversed a multiplicity 

rejection when the examiner of that application did not make: 

a showing that the claims do not differ substantially from one another and thereby in 
any manner obscure [applicants'] scope of protection, or, to use the language of the 
Court of Customs and Patent Appeals in In re Chandler, 3 1 9 F.2d 22 1 , 225, 1 38 
USPQ 138, 148 (1963), that [applicants'] claims provide a 'degree of repetition and 
multiplicity which beclouds definition in a maze of confusion. 

From the above ruling, it is evident that a multiplicity rejection is improper if the Office 
Action fails to provide specific factual findings with regard to the lack of differences in 
the presented claims and that such lack of differences obscure the subject matter claimed 
by Applicants. Such a showing has not been made in the Office Action. Rather, the 
Office Action merely quotes the section of the M.P.E.P. (i.e., 2173.05(n)) 2 that states that 
a multiplicity rejection may be proper. For this reason, the multiplicity rejection is 
further improper. 

In view of the matters stated herein, it is respectfully stated that the rejection 
under 35 U.S.C. § 1 12, second paragraph, is improper. As such, it is requested that this 
rejection be withdrawn. 

Conclusion 

In view of the above Remarks, it is respectfully stated that the 35 U.S.C. § 1 12, 
second paragraph, rejection is improper. Applicants therefore request examination of this 
application on the merits. 



2 Although this section of the M.P.E.P. states that a telephone call should be made to Applicants prior to 
making a multiplicity rejection, the Office Action does not indicate that a telephone call was made to 
Applicants' previous representative. Applicants have no record of such a telephone call having been made. 
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*1 THIS OPINIOM WAS MOT WRITTEN FOR PUBLICATION 

Board of Patent Appeals and Interferences 

Patent and Trademark Office (P.T.O.) 
EX PARTE JOKM E. MALONEY , CHARLES J. HTNKLE , JR, AND JAMES 0. STEVENSON 

Appeal No. 98-3299 
Application OS/3-35,331 [FNl] 
HEARD : May 7, 1999 

Robert Greene Sterne 

Sterne, Kessler, Goldstein & Fox 

1100 Mew York Ave f NW 

Suite 600 

Washington, DC 2 GO 05 

Before HAIRSTGN, BARRETT and LALL 

Administrative Patent Judges 

LALL 

Administrative Patent Judge 

DECISION OK APPEAL 

This is an appeal from the final rejection of claims 1 through 4 and 6 through 
93. Claim 5 has been canceled. 

The disclosed invention concerns the apparatus and the method of locating a 
mobile radio communication transceiver in an operating environment served by a 
wireless communications system. [Figures 3 and 5 of the specification} . The 
claimed invention can determine the location of a mobile transceiver from a single 
line of bearing from a single sensor station. The method and the apparatus claimed 
do not rely on a cross-fix on location from another sensor station, rather they 
rely on other known information defined as * collateral information 11 in the 
specification. For example, such information can be the topological maps 
previously stored in a processor unit of the invention. 

Representative claim 1 is reproduced as follows: 

1. An apparatus for locating a mobile radio communications transceiver in an 
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operating environment served by a wireless communications system, comprising: 

at least a single sensor station, having a directionally sensitive receiving 

antenna to receive a radio signal from the mobile transceiver , 

a. signal characterisation processing unit for determining, from the radio 

signal, at least one directional line of bearing from the single sensor station to 

the mobile radio transceiver ,- 

a source o-f collateral information about the operating environment of the mobile 

transceiver, 

a multidimensional parametric correlation processing unit for determining a 
probable position of the mobile transceiver directly from (1) the line of bearing 
information -from the single sensor station and (2) the collateral information, and 

an output indicative of the probable position of the mobile transceiver. 

The references relied on by the examiner are: 

Maloney et al, (Maloney) 4,728,959 Mar, 1, 1988 
Gray et al . (Gray} 5,003,317 Mar. 26, 1991 

Hodson S f C4S,S60 Sep, 3, 1991 

Bimn 5,225,809 Jul. 6, 1993 

Kennedy, Jr, (Kennedy) 5,465,289 Nov. 7, 1995 

(filed Mar. 5, 1993) 

*2 Claims 1 through 4 and 6 through 93 stand rejected under the first and the 
second paragraphs of 35 U.S.C. § 112. Additionally, claims 1 through 3 and 6 
through 8- stand rejected under 35 U.S. C, § 102. Claims 4 and 9 through 93 stand 
rejected under 35 U.S-.C. § 103. As evidence for the § 102 and the § 103 
rejections, the Examiner offers in the alternative any one of the references to 
Maloney, Gray, Sunn, Kennedy and Hodson. 

Reference is made to Appellants' brief and the Examiner's answer for their 
respective positions, 

OPINION 



We have considered the record before us, and we will reverse all the rejections 
of claims 1 through 4 and 6 through 93. 

We treat the various rejections in the same order as they appear in the 
Examiner's answer and the Appellants' brief. 

Rejections Under The Second Paragraph of. 35 U.S. C. § 112 

With respect to the § 112 second paragraph rejections, we agree with Appellants 
on the. issues of "collateral information", "directly combining - and « "undue 
multiplicity". Vie have reviewed the contentions of the Examiner as to these points 
[answer, pages 3 tc 4], and Appellants ! corresponding rebuttal [[[brief, pages 12 
to 16], We have further studied the portions of the specification referred to by 
Appellants' rebuttal. We find that the terms ""collateral information" and 
"directly combining*' , as they are used in the claims and explained in the 
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specification and further elucidated by the Newman Declaration [paper no. 16] , are 
definite and clear, As to the issue of "undue multiplicity** , it is well 
established that an applicant has the choice of deciding as to the number cf claims 

so long as they are consistent with the disclosure and the requisite filing fees 
are paid. We, therefore, reverse the Examiner's rejection of claims 1 through 4 
and 6 through 93 under the second paragraph of 35 a.S.C, § 112. 

Rejections Under First Paragraph of 35 U.3,C, § 112 

With respect to the first paragraph § 112 rejection, we again find ourselves in 
agreement with the Appellants' s position. 

We first consider Examiner's position as to the * insufficiently disclosed* terms 
of "multi-dimensional parametric correlation processing unit", " * collateral 
information 1 ' and "knowledge-based position information 1 ' [answer, pages 3 to 4} , 
and the Appellants' corresponding arguments [brief, pages 16, 17 and 20], We have 
also reviewed the specification for these terms, namely pages 12 through 16 > We 
find that these terms are adequately described in the disclosure. 

We now review the Examiner's contention regarding the non- existence of an 
""enabling embodiment of the above elements' 1 and regarding the lack of "enabling 
program, flow chart of the computer operations, or algorithm". [[Answer, page 5]. 
We have considered corresponding Appellants' arguments. [[Brief, pages IS to 20]. 
We have also reviewed the relevant portions of the specification [figure 3 and 
pages 9 through 163, as well as the Newman Declaration [paper no. 16], We conclude 
that there is sufficient structure of the apparatus disclosed for the required 
enablement. As for the computer program or a flow chart, Appellants are required 
to show an enabling disclosure and need not describe all the actual embodiments, 
MPEP Section 2164,02, (?th Edition, July 1998), and they have so shown. Therefore, 
we reverse the Examiner's rejection of claims 1 through 4 and 6 through 93 based 
on the first paragraph of 3 5 U.S.C* § 112, 

Rejections Under 35 U.S. C. § 102 and 103 

*3 At the outset, we note the fundamental difference between all the applied 
prior art and the invention as claimed. The invention requires only a single 
sensor station which establishes a line of bearing from the mobile transceiver to 
the sensor station. Whereas the prior art employs other sensor stations to 
generate other lines of bearing and use the triangulation technique to determine 
the location of the transceiver, the apparatus and the method claimed here use the 
so called collateral information together with the single line of bearing, Thus, 
the other sensor stations are not required. All the independent claims have the 
limitations directed to this difference. In claim 1, we note these limitations as 
"a single . . . processing unit for determining , . . one . . . line of bearing from the 
single sensor station to the mobile transceiver," [lines 6 to 8]; and "a 
processing unit for determining a probable position of the mobile transceiver . . . 
from (1) the line of bearing , and (2) the collateral information" [lines 11 to 
14] - 

We have considered the rejections presented by the Examiner under 35 U.S.C. § 102 
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over Hodson or Maloney or Gray or 3unn or Kennedy, [Answer, pages 7 to 11]. We 
have likewise reviewed Appellants' argument regarding each of these applied 
references. [Brief, pages 23 to 46]. We find that each of these references 
utilizes the triangulation method of locating the position of a transceiver where 
the line of bearing information from other sensor stations is needed. None of them 
discloses the use of the collateral information in conjunction with a single line 
of bearing to determine the location of a transceiver as claimed here. We find 
that the information front other sensor stations cannot be considered as the 
collateral information. The disclosure defines the collateral information as 
information from sources other than the other sensor stations. [[Pages 12 to 15]. 
Anticipation under 3 5 U.3.C. § 102 requires that all elements of the claimed 
invention be described in a single reference. In re Spada, 911 F.2d 705, 708, 15 
USPQ2d 1655, 1657 (Fed, Cir. 1990). Here, none of the applied references meets the 
limitations above discussed. Me, therefore, reverse the Examiner's rejection of 
claim 1 under 35 U.S.C. § 102 over Hodson or Maloney or Gray or Bunn or Kennedy. 
Since, the other independent claims, namely 6, 7 and S and the dependent claims 2 

[FN2] and 3 [PN3] contain the same limitations as claim 2, their rejection under 
the same ground is also reversed. 

With respect to the rejection of claims 4 and 9 through 93 under 35 U.S.C, § 103 
the Examiner has failed to set forth a prima facie case of obviousness. It is 
the burden of the Examiner to establish why one having ordinary skill in the art 
would have been led to the claimed invention by the express teachings or 
suggestions found in the art, or by implications contained in such teachings or 
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cir. 1983). 
"Additionally, when determining obviousness, the claimed invention should be 
considered as a whole; there is no legally recognizable 'heart 1 of the invention." 
Para-Ordnance Mfg. V. SOS Importer Int'l, Inc., 73 F.3d 1085, 10S7, 37 USPQ2d 
1237 1239 {Fed. Cir. 1995), cert, denied, 117 S.Ct. SO (1996) citing W. L. Gore & 
Assocs., inc. V. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed. Cir. 
1983), cert, denied, 469 U.S. 851 {1984). 

*4 We have considered the Examiner's § 103 rejection of claims 4 and 9 through 
93 over Hodson or Maloney or Gray or Eunn or Kennedy. [Answer, page 12]. 
Appellants argue against the obviousness of the limitations of these claims and 
also present objective indications of nonobviousness . [Brief, pages 47 to 49 3* 
Each of these claims is dependent on one of the independant claims which we have 
discussed above under the § 102 rejection, where we found that none of the applied 
references contained the limitations claimed in the independant claims. The 
Examiner has not provided any details as to how these limitations would have been 
obvious other than the conciusory statement, -Since . it can obviously provide 
information regarding 'relative motion' of the target as claimed. To use any 
appropriate collateral information is obvious." [Answer, page 12], and find none 
from a review of the applied prior art. We, therefore, find that the Examiner has 
not established a prima facie case of obviousness for the rejection of claims 4 
and 9 through 93. Thus, we reverse the Examiner's rejection of these claims under 
35 U.S.C. § 103. 

DECISION 
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The decision of the Examiner rejecting claims i through 4 and 6 through 93 under 
the first and the second paragraphs of 35 U.S.C, § 112 is reversed. Furthermore, 
the Examiner's decision rejecting claims 1 through 3 and 6 through 8 under 3 5 
U.S.C. § 102, and rejecting claims 4 and 9 through 93 under 35 U.S.C. § 103 is 
also reversed. 

REVERSED 

BOARD OF PATENT APPEALS AND INTERFERENCES 

KENNETH W. HAXRSTOH 

Administrative Patent Judge 

LEE E. BARRETT 

Administrative Patent Judge 

PARSHOTAM S. LALL 

Administrative Patent Judge 

PN1. Application for patent filed November 3, 1994, 

FN2 We note that, in actuality, claims 2 and 3 depend on claims 9 and 19 
respectively, which in turn are later rejected in the final rejection under 35 
USC § 103 thereby making their rejection here under 35 U.S.C. § 102 improper. 
However, no other prior art is applied in the later rejection and the discussion 
under § 103 in this instance does not add any further substance to the § 102 
rejection, 

FN3 . Same as footnote 2. 

1999 33205694 (Bd.Pat.App & Interf.) 
END OF DOCUMENT 
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*X THIS OPINION WAS HOT WRITTEN FOR PUBLICATION 

Board of Patent Appeals and Interferences 

Patent and Trademark office (P.T.O.) 
SX PARTE WILLIAM Y , HALL AND WILLIAM A . HALL 
Appeal No. 1998-1357 
Application Mo. 08/348,744 

NO DATE REFERENCE AVAILABLE FOR THIS DOCUMENT 

LAW OFFICES OF GREGORY L* ROTH 

6 CEHTERPOINTE DRIVE 

SUITE 7 80 

LA PALMA , CA 90623 

Before ABRA13S , FRANKFORT, and GONZALES 
Administrative Patent Judges 
FRANKFORT 

Administrative Patent Judge 

OH BRIEF 
DECISION OH APPEAL 

This is a decision on appeal from the examiner's final rejection of claims 89 
through 156, which are ail of the claims pending in this application, Claims 1 
through SB have been canceled. 

We AFFIRM- IN- PART. 

BACKGROUND 

The appellants' invention relates to an above-ground storage tank for storing a 
flammable liquid and a method of making a storage tank for above-ground storage of 
a flammable liquid. An understanding cf the invention can be derived from a 
reading o£ exemplary claims 93, 108, 118, 123, 126, 127, 128 and 152, which appear 
in the appendix to the appellants' brief, 
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The prior art references of record relied upon by the examiner in rejecting the 
appealed claims are: 



Setzekorn et al. (Setzekom) 2,963,191 Dec. 5, 1960 
Lindquist et al . (Lindquist) 4,826,644 May 2, 1989 

Claims 89 through 156 stand rejected as being unduly multiplied. [FNl] 

Claims 93, 107, 108, 111, 112, 119, 127 , 133 and 134 stand rejected under 35 
U.S.C, § 102{b} as being clearly anticipated by Lindquist . 

Claims 93, 108, 111 and 127 stand rejected under 35 U.S.C. § 102(b) as being 
clearly anticipated by Searle, 

Claim 108 additionally stands rejected under 35 U.S.C. § 102(b) as being clearly 
anticipated by Kettle-well. 

Claim 108 also stands rejected under 35 U.S.C. § 102(b) as being clearly 
anticipated by Johnston. 

Claims 109, 110, 114, 118, 122, 126, 128, 132, 138 and 139 stand rejected under 
3 5 U.S.C. § 103(a) as being unpatentable over Lindquist. 

Claims 110, 118, 132 and 139 stand rejected under 35 U.S.C. § 103 {a) as being 
unpatentable over Searle. 

*2 Claims 110, 118 and 132 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Kettlewell . 

Claims 110, 118 and 132 also stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Johnston. 

Claims 89, 92, 93, 107 through 112 ( 114, 115, 118, 119, 122, 123, 126 through 
128, 130, 132 through 135 and 138 through 141 stand rejected under 35 U.S.C. § 
103(a) as being unpatentable over Lindquist in view of Kettlewell, Pritchard, 
Setzekom and Mapes , 

Claims 123, 135, 137 and 140 stand rejected under 35 U.S.C. § 103 {a) as being 
unpatentable over Lindquist in view of Kettlewell. 

Claim 137 additionally stands rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Lindquist in view of Johnston. 

Claims 152 and 154 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 



Searle 

Pritchard 

Kettlewell 

Mapes 

Johnston 



1, 024, 527 
1,864,931 
2,254,964 
2,402, 175 
2,863,297 



Apr. 30, 1912 

Jun, 28, 1932 

Sep. 2, 1941 

Jun. IS, 1946 

Dec. 9, 1958 
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over Lindquist in view of Searie . 

Claims 109, 115, 123, 130 and 141 stand rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Kettlewell in view of Lindquist. 

Rather than reiterate the conflicting viewpoints advanced by the examiner and 
the appellants regarding the above-noted rejections, we make reference to the 
examiner's answer (Paper Ho. 57, mailed September 3, 1397) and the supplemental 
examiner's answer (Paper No. 53, mailed November 12, 1997) for the examiner's 
complete reasoning in support of the rejections, and to the appellants' brief 
{Paper No. 56, filed May 22 , 1997} and reply brief (Paper No. 58, filed November 
3, 1997} for the arguments thereagainst . 

OPINION 

In reaching our decision in this appeal, we have given careful consideration to 
the appellants' specification and claims, to the applied prior art references, and 
to the respective positions articulated by the appellants and the examiner. As a 
consequence of our review, we make the determinations which follow. 

Initially, we turn our attention to the examiner's rejection o£ claims 89 
through 156 as being unduly multiplied. For the examiner's entire reasoning in 
this matter, we look to Paper No. 51, page 2 wherein he states; 

Applicant is limited to no more than thirty (30) claims. [Attention] is 
directed to MPEP 2173, 05(n). It is the Examiner's position that, in view of the 
nature and scope of the invention and state of the art, 68 claims is an 
unreasonable number. 
The appellants argue that; 

[ijn the present application the claims differ substantially from one another 
and are not unduly multiplied. The Office Action makes no showing to the contrary 
(brief , page 13 } . 
Appellants argue further that : 

a rejection may be made if the number of claims is unreasonable in view of the 
nature and scope of appellants ' invention and the state of the art. In this case 
there has been no showing that the number of claims is unreasonable and . . , the 
claims differ substantially from one another {brief, page 14) . 

*3 Like the appellants, we are of the view that the examination of one more 
independent claim (claim 136} and 37 dependent claims in the present application 
is not unreasonable. Since the examiner has made no showing that the claims do not 
differ substantially from one another and thereby in any manner obscure 
appellants' scope of protection, or, to use the language of the Court of Customs 
and Patent Appeals in In re Chandler, 319 F.2d 211, 225, 133 USPQ 138, 148 (1963), 
that appellants' claims provide a "degree of repetition and multiplicity which 
beclouds definition in a maze of confusion, " we are constrained to reverse the 
examiner's rejection of claims 89 through 156 as being unduly multiplied. 

While it may be true that examination of 68 claims in this application would 
have been tedious work for the examiner, this fact alone provides no reason for 
saying that the subject matter claimed by appellants' is obscured by the large 
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number of claims. In light of our determination above, it is now incumbent upon 
the examiner to examine those claims which he previously refused to consider. 

We now turn to the first of the examiner f s rejections based on prior art, 
wherein claims 93, 107, 108, 111, 112, 119, 127, 133 and 134 are rejected under 35 
U.3.C. § 102(b) as being clearly anticipated by Lindquist, The patent to Lindquist 
shows an above ground storage tank 2 having a steel inner tank 4 entombed within a 
concrete outer shell 8, The storage tank 2 is formed by erecting side wall form 51 
comprised of a pair of wall forms 48, 50 on a base plate 44, which creates an open 
top enclosure or form assembly 42. A layer of concrete 56 is poured onto the base 
plate 44 and the inner tank 4 is lowered onto the layer of concrete. Concrete is 
poured in the enclosure to entomb the inner tank while the bottom layer is still 
wet. After the concrete cures, the wall forms 48, 50 and base plate 44 are removed 
from the tank 2 created within the form assembly 42. In its final form, storage 
tank 2 is comprised of inner steel tank 4 and outer concrete shell 8, Appellants 
argue that each of the rejected claims "recite an inner tank, an outer shell and 
an insulating layer betxveen the inner tank and outer shell. Lindquist et al „ do 
not provide the claimed outer shell" (brief, page 16). We agree. In this regard, 
the examiner has interpreted the Lindquist reference as showing an inner tank #4, 
an insulating material #120, and an outer shell #42 (answer, page 8). 

However, it is clear to us that what the examiner refers to as an "outer shell 
#42" in Lindquist, is merely a form assembly to support the concrete outer shell 8 
as it is poured and while it is curing. Form assembly 42 is ultimately removed, 
and becomes no portion of the above ground storage tank 2. Thus, Lindquist does 
not show each and every feature of appellants' claimed invention, namely an 
above-ground storage tank comprised of three parts or component layers, i.e., "an 
inner tank," "an outer shell" and "an insulating layer" therebetween. In this 
regard, we must point out that anticipation under 35 U.S.C. § 102 is established 
only when a single prior art reference discloses, either expressly or under the 
principles of inherency, each and every element of a claimed invention, See RCA 
Corp, V. Applied Digital Data Systems, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 
3SB {Fed, Cir, 1984), Therefore, we will not sustain the examiner's rejection of 
claims 93, 107, 108, 111, 112, 119, 127, 133 and 134 under 35 U.S.C. § 102(b) as 
being clearly anticipated by Lindquist. 

*4 We will now look to the examiner's rejection of claims 109, 110, 114, 118, 
122, 126, 128, 132, 138 and 139 under 35 U.S.C, § 103(a) as being unpatentable 
over Lindquist, Having already discussed Lindquist, we, like the appellants, are 
of the view that: 

[e]ach of the rejected claims patentably distinguishes over Lindquist et al . 
by reciting an inner tank, an outer shell spaced apart from the inner tank and 
insulating material filling the space between the inner tank and the outer shell. 
Since the Lindquist et al . patent does not teach or suggest the recited outer 
shell, it does not render obvious the claimed invention (brief, pages 20-21? cur 
emphasis } . 

In rejecting claims under 35 U.S.C. § 103, the examiner bears the initial burden 
of presenting a prima facie case of obviousness. See In re Rijckaert, 9 F.3d 1531, 
1532, 28 USPQ2d 1955, 1956 (Fed, Cir. 1993). A prima facie case of obviousness is 
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established when the teachings of the prior art itself would appear to have 
suggested the claimed subject matter to one of ordinary skill in the art. See In 
re Bell, 391 F.2d 781, 783, 26 USPQ2d 1529, 1531 {Fed. Cir. 1993K As previously 
determined, Lindquist clearly does not show a storage tank having an inner tank, 
an outer shell and insulating material located between the inner tank and the 
outer shell, and we see no incentive or motivation in the teachings of Lindquist, 
to provide such a three-part or three-layer storage tank. We, therefore, will not 
sustain the examiner's rejection of claims 109, 110, 114, 118, 122, 126, 128, 132, 
138 and 139 under 35 IKS.C. § 103(a) as being unpatentable over Lindquist. 

Next, we turn to the examiner's rejection of claims 123, 135, 137 and 140 under 
35 U.S-C. § 103(a) as being unpatentable over Lindquist in view of Kettlewell. The 
patent to Kettlewell shows a heated body, such as a tank, furnace or boiler 
comprised of a cylindrical metal body 10, a casing 11 constructed around the body 
10 and secured in spaced relation thereto. An insulating space 12 is located 
between foody 10 and casing XI into which a quantity of loose expanded mica 13 is 
poured for insulation. The examiner's basic position is that it would have been 
obvious to one of ordinary skill in the art to have employed the inner cylindrical 
tank teaching of Kettlewell in the construction of the storage tank of Lindquist, 
motivated by the efficient space/ volume relationship provided by a cylindrical 
tank. However, even if this modification were made in Lindquist the resulting 
storage tank would not be that set forth in appellants 1 claims 123, 135, 137 and 
140 on appeal. To modify the two layer above-ground storage tank of Lindquist by 
using a cylindrical inner tank entombed within the outer concrete tank 8, would 
clearly not provide appellants' claimed three layer tank. Thus, we will not 
sustain the examiner's rejection of claims 123, 135, 137 and 140 under 35 U.S.C. § 
103(a) as being unpatentable over Lindquist in view of Kettlewell. 

*5 In looking at the examiner's rejection of claim 137 under 35 U,£,C, § 103(a) 
as being unpatentable over Lindquist in view of Johnston, we see that Johnston 
discloses an apparatus for storing liquefied gases at temperatures materially 
below 273° Kelvin comprising an inner container 40, an insulating means 38, a 
radiation shield 22 and an outer jacket 12, According to the examiner, it would 
have been obvious to one of ordinary skill in the art to have employed the double 
walled cylindrical tank teaching set forth in Johnston in the construction of the 
gasoline storage tank in the basic reference to Lindquist, motivated by the added 
insulation achieved by such a construction and the efficient space/volume 
relationship provided by a cylindrical tank. Again, we note that even if the 
combination posited by the examiner were to be made, a point in some doubt given 
the totally disparate construction and uses of the tanks in Lindquist and 
Johnston, the resulting storage tank would not be that specifically defined in 
appellants T claim 137 on appeal. Replacing the inner tank 4 of Lindquist with a 
double walled cylindrical tank as in Johnston and then encasing the cylindrical 
tank in the outer concrete tank 8 of Lindquist would not provide appellants' 
recited three layer tank. Therefore, we will not sustain the examiner's rejection 
of claim 137 under 35 U.S.C. § 103(a) as being unpatentable over Lindquist in view 
of Johnston. 

We now review the examiner's rejection of claims 152 and 154 under 35 U.S.C. § 
103(a) as being unpatentable over Lindquist in view of Searle, Claims 152 and 154 
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on appeal each recite a process or method of forming an above ground storage tank, 
wherein the storage tank is formed by providing an outer metal shell, an inner 
tank placed within and spaced from the outer shell via spacers or supports placed 
between the inner tank and the outer shell, and insulating material placed within 
and filling the space between the inner tank and outer shell. The Searle patent 
shows a burial vault comprised of an outer metal shell or mold box 1, a metal 
casket 2 or inner tank placed within the outer shell and spaced therefrom by 
supports or spacers 3, and insulating material comprising cement or concrete 
poured into and filling the space between the outer shell and casket. The examiner 
reasoned that: 

[i]t would have been obvious to one of ordinary skill in the art to have 
employed the spacer and on site filling teachings set forth in Searle in the 
construction of the device of Lindquist, at. al., motivated by the secure spacing 
and ease of transport achieved by such construction (answer, page 7) . 

We do not agree. Since, at the outset, Lindquist fails to show a storage tank 
comprised of three parts (i.e., an inner tank, an outer shell, and a space between 
the inner tank and outer shell filled with insulating material}, like appellants 
(brief, pages 37-39), we see no teaching, suggestion or incentive in either 
Lindquist or Searle which would have led one of ordinary skill in the art to form 
the above ground storage tank of Lindquist as a tank with three, rather than two 
layers. Thus, we will not sustain the examiner's rejection of claims 152 and 154 
under 35 U\S.C. § 103(a) as being unpatentable over Lindquist in view of Searle. 

*6 Next for our consideration is the examiner's rejection of claims 89, 92, 93, 
107 through 112, 114, 115, 118, 119, 122, 123, 126 through 128, 130, 132 through 

13 5 and 13 8 through 141 under 35 U.S.C* § 103(a) as being unpatentable over 
Lindquist in view of Kettlewell, Pritchard, Setzekorn and Hapes . Having previously 
discussed the teachings of Lindquist and Kettlewell, we will now review the 
teachings of Pritchard, Setzekorn and Mapes . We see that Pritchard shows a single 
walled tank construction having horizontal top supports 22', 31'. Setzekorn shows 
a fermentation tank having bottom supporting beams 24 mounted underneath the base 
surface for added strength. And, Mapes shows a tank to be used for the storage of 
gases, and having feet 13 adapted to be secured to a supporting means or structure 

14 by bolts 15 placed through apertures in the feet. The examiner concluded that; 

[i}t would have been obvious to one of ordinary skill in the art to have 
employed the steel outer shell and spacer teaching set forth in Kettlewell, 
motivated by the weather protection afforded thereby, and horizontal top support 
teaching set forth in Pritchard, motivated by the strength achieved thereby, and 
the bottom support teaching set forth in Setzekorn, et. al motivated by the 
spacing above ground level of the outer shell bottom achieved thereby, and the 
mounting aperture teaching set forth in Mapes , motivated by the ability to 
securely mount the structure achieved thereby, in the construction of the encased 
tank of Lindquist, et . al." (answer, pages 3- 4). 

We are not in agreement with the examiner's reasoning. Since it is clear to us 
that Lindquist shows a two layer, above ground storage tank, we agree with 
appellants that 

[ajlthcugh the Lindquist et al. tank had two of the three layers of the 
present invention (inner tank and concrete insulation), the transition to the 
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three layer structure as presently claimed was nonobvious and involved far more 
complexity than simply adding an outer shell to the existing Lindquist et al . tank 
(answer, page 26) . 
And, 

[a] skilled artisan reading Ksttlewell would not be motivated to place an 
outer shell around the concrete of the Lindquist et al . gasoline storage tank in 
order to provide protection from the weather (answer, page 29). 

Rejections based on 35 U.S,C* § 103(a) must rest on a factual basis with these 
facts being interpreted without hindsight reconstruction of the invention from the 
prior art. The examiner may not, because of doubt that the invention is 
patentable, resort to speculation, unfounded assumption or hindsight 
reconstruction to supply deficiencies in the factual basis for the rejection. See 
In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCFA 1967), cert, denied, 
389 U.S. 1057 (1968). The use o£ such hindsight knowledge to support an 
obviousness rejection under 35 U.S.C, § 103(a) is, of course, impermissible. See, 
for example, W. L. Gore and Associates, Inc. v, Garlock, Inc., 721 F,2d 1540, 
1553, 220 USPQ 303, 312-13 (Fed. Cir, 1983), cert, denied, 469 U.S. 851 (1984). In 
our view, the only suggestion for modifying the two layer storage tank of 
Lindquist in the manner proposed by the examiner based on the teachings of the 
various secondary references applied to meet the above-noted limitations stems 
from impermissible hindsight knowledge derived from the appellants' own 
disclosure. It follows that we cannot sustain the examiner's rejection of claims 
89, 92, 93, 107 through 112, 114, 115, 118, 119, 122, 123, 126 through 128, 130, 
132 through 135 and 138 through 141 under 35 U.S.C. § 103(a) as being unpatentable 
over Lindquist in view of Kettlewell, Pritchard, Setzekorn and Mapes . 

*7 We now look at the examiner's rejection of claim 108 under 35 0\S.C, § 102(b) 
as being clearly anticipated by Johnston. While Johnston does show three layer 
tanks, as discussed above, we note that claim 108 on appeal requires that the 
insulating material filling the space between the inner tank and the outer shell 
be "sufficient to at least meet a two-hour fire wall rating," To support a 
rejection of a claim under 35 O.S.C. § 102(b), it must be shown that each element 
of the claim is found, either expressly described or under principles of 
inherency, in a single prior art reference. See Kalman v. Kimberly-Clark Corp., 
713 P. 2d 760, 771, 218 USPQ 781, 789 (Fed. Cir . 1983), cert, denied, 46S U.S. 1026 
{1984}. Johnston fails to disclose each and every element of claim 108 on appeal, 
namely insulating material filling the space between the inner tank and the outer 
shell being sufficient to at least meet a two-hour fire wall rating. In this 
regard, we note that the examiner has not treated this limitation at all, and that 
we have no basis to conclude that the insulating material in the storage space 13 
of Johnston necessarily (inherently) has the required two-hour fire wall rating. 
Therefore, we will not sustain the examiner's rejection of claim 10 8 under 3 5 
U.S.C. § 102(b) as being clearly anticipated by Johnston. 

We turn to the examiner's rejection of claims 118 and 132 under 35 U,S.C. § 
103(a) as being unpatentable over Johnston, As with claim 108 on appeal, each of 
claims 118 and 132 on appeal recite a three layer storage tank and the specific 
limitation that there be fire resistant insulating material disposed within and 
filling the space between the inner tank and the outer shell, the space having 
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sufficient thickness to enable the storage tank to at least meet a two hour fire 
wall rating. The examiner concludes that: 

[t]he wall spacings and fire rating would have been obvious matters of choice 
in the above set forth devices, motivated by the intended use and code standards 
intended to be met (answer, page 5) . 

Essentially, it is the examiner's position that one of ordinary skill in the art 
would have found it prima facie obvious to modify the cryogenic liquid storage 
tank of Johnston to meet the claimed fire wall rating, without evidence or prior 
art in support thereof. In the absence of evidence or compelling argument in 
support thereof, however, we are not persuaded that this would have been the case. 
The mere fact that the prior art structure could be modified does not make such a 
modification obvious unless the prior art suggests the desirability of doing so. 
See In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 {Fed. Cir, 1984). Like 
the appellants, we see no teaching or suggestion in Johnston, of insulation 
filling a space of sufficient thickness, between the inner tank and outer shell, 
to enable the tank to meet a two hour fire wall rating and no rationale by the 
examiner as to exactly why any such modification of Johnston would have been 
necessary or desirable. Therefore, we will not sustain the examiner's rejection of 
claims 118 and 132 under 35 U.S.C. § 103(a) as being unpatentable over Johnston. 

*8 Mow we consider the examiner's rejection of claim 110 under 35 U.S.C. § 103 {a) 
as being unpatentable over Johnston. Appellants 1 claim 110 on appeal recites an 
above ground, three layer storage tank for gasoline wherein the bottom of the 
inner tank is spaced substantially six inches from the bottom of the outer shell, 
the side walls of the inner tank are spaced substantially six inches from the side 
walls of the outer shell, and insulating material is disposed within and fills the 
space between the inner tank and the outer shell. As previously discussed, in 
Johnston we see a tank for storing liquified gases. The storage tank comprises an 
outer shell 12 and an inner tank 40 which is spaced from the outer shell by the 
combination of spaces 13, 36 and 75. The material which fills each of spaces 13, 
36 and 75 is insulating material which, in its entirety, fills the space between 
the inner tank 40 and the outer shell 12. Thus, Johnston shows all of appellants' 
claimed subject matter except for the intended use of the tank (i.e., for storing 
gasoline), and the "substantially six inch" space between the inner tank and the 
outer shell. In our view, the storage tank of Johnston is certainly capable of 
storing gasoline, however, we see no reason why the inner tank 40 and outer shell 
12 in Johnston's cryogenic liquid storage tank would have been merely the 
"substantially six inches" required in appellants' claim 110 on appeal. If 
anything, it would seem that the multiple spaces 13, 36, and 75 between the inner 
tank 40 and outer shell 12 in Johnston would be individually, as well as 
collectively, significantly more than the * substantially six inches" claimed by 
appellants. Thus, we will not sustain the examiner's rejection of claim 110 under 
35 U,S*C\ § 103(a) as being unpatentable over Johnston. 

We now look at the examiner's rejection of claim 103 under 35 U.3.C. § 102 {b) as 
being clearly anticipated by Kettlewell. As previously discussed, Kettlewell shows 
a three layered tank which uses expanded mica as the insulating material disposed 
within and filling the space between the inner tank and the outer shell. The 
examiner indicated that the claim recitations "for storing a flammable liquid," 
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"for storing a liquid'* and "for storing gasoline* are directed to intended use and 
* thus not awarded patentable weight* (answer, page 4) . Since the prior art is 
capable of performing the functions claimed by the appellants, we agree with the 
examiner and therefore will affirm his rejection of claim 108, 

To support a rejection of a claim under 35 U.S.C. § 102(b), it must be shown 
that each element of the claim is found, either expressly described or under 
principles of inherency, in a single prior art reference- See Kalman v. 
Kimberly-Clark Corp-, supra. 

*9 The structural limitations recited in appellants f claim 108 are all found in 
the Kettiewell reference, upon which the examiner relied. Appellants r only 
argument is that there has been no showing as to where Kettiewell teaches Main 
above-ground storage tank for storing gasoline, " "an inner tank for storing 
gasoline* and n the insulating material being sufficient to at least meet a 
two-hour fire wail rating" (brief, page 16). 

We are not persuaded by this argument. In our view the functional limitations 
set forth in appellants 1 claim 108 would have been inherent in the Kettiewell tank 
structure. The storage tank of Kettiewell is used for storing liquids and is 
certainly capable of storing gasoline. It is also our view that one of ordinary 
skill in the art would have recognized that mica has the inherent property to at 
least meet a two-hour fire wall rating, as required by claim 103 on appeal. Mica 
is a rock-forming mineral having as one of its properties noninf lammabiiity , thus 
making it inherently fireproof. E FN2 ] Moreover, Kettiewell infers that mica is 
necessarily fireproof since the expanded mica is produced from ground mica in a 
direct fire furnace at an expanding heat of 22 00 degrees F (page 1, column 1, 
lines 7-13} . It is our view, that a person of ordinary skill in the art would have 
known all the inherent properties of mica and not just those properties which make 
mica a highly efficient insulator taught in Kettiewell. Therefore, we will affirm 
the examiner f s rejection of claim 108 under 35 U.S.C. § 102(b) as being 
unpatentable over Kettiewell. 

We now look at the examiner's rejection of claim 110 under 35 U.S.C, § 103(a) as 
being unpatentable over Kettiewell. We have already seen that Kettiewell does show 
a three layer tank which can be, at least for some period of time, a storage tank 
for whatever liquid is contained therein. Kettiewell discloses an inner tank 10, 
an outer shell 11 spaced from the inner tank and insulation 13 filling the space 
between the inner tank and outer shell. Kettiewell uses spacing lugs 16 to space 
the inner tank from the outer shell. Thus, it is our view that Kettiewell shows 
all of appellants 1 subject matter recited in claim 110 on appeal except for the 
intended use of the tank (i.e., for storing gasoline), and the * substantially six 
inch* space between the inner tank and the outer shell. While certainly not 
disclosed for any such use, the storage tank of Kettiewell is certainly capable of 
storing gasoline. And, while we believe that the space between the inner tank and 
outer shell of Kettiewell falls within the "substantially six inch" range claimed 
by appellants, or would have at the very least have been obvious to one of 
ordinary skill in the art based on the disclosure at page 1, col. 2, lines 17-19, 
of Kettiewell concerning desired sizing of the installation therein, we also note 
that a change in dimension is generally considered to be a modification that would 
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have been obvious to one with ordinary skill in the art where the disclosure is 
silent as to the significance of the particular dimension claimed {i.e., 
substantially six inches). Therefore, we will affirm the examiner's rejection of 
claim 110 under 35 U.S.C. § 103(a) as being unpatentable over Kettlewell, 

*XQ We now look at the examiner's rejection of claims 118 and 132 under 35 
U.S.C, § 103(a) as being unpatentable over Kettelewell, As with claim 108 on 
appeal, each of claims 118 and 132 on appeal recite a three layer storage tank and 
the specific limitation that there be fire resistant insulating material disposed 
within and filling the space between the inner tank and the outer shell, the space 
having sufficient thickness to enable the storage tank to at least meet a two hour 
fire wall rating. The examiner concludes that: 

Etjhe wall spacings and fire rating would have been obvious matters of choice 
in the above set forth devices, motivated by the intended use and code standards 
intended to be met (answer, page 5} . 

Essentially, it is the examiner's position that one of ordinary skill in the art 
would have known that the thickness of the insulation of the heated tank or boiler 
of Kettlewell is dependent upon the specific use of the tank and the required fire 
wall rating. 

For our reasons discussed with regard to claim 108, we are convinced that a 
person of ordinary skill in the art would have known that mica has beneficial 
fireproof properties absent any specific teaching in the reference. Furthermore, 
artisans must be presumed to know something about the art apart from what the 
references discloses (In re Jaceby, 309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA 
1962)) and the conclusion of obviousness may be made from » common knowledge and 
common sense" of the person of ordinary skill in. the art (In re Bozek, 416 F.2d 
1385, 1390, 163 USPQ 545, 549 {CCPA 1969)). Moreover, skill is presumed on the 
part of those practicing in the art. See In re Scvish, 769 F.2d 738, 743, 226 USPQ 
771, 744 (Fed. Cir. 1985), This being the case, we are of the opinion that the 
artisan would have been well aware that mica is fireproof and that the space, as 
discussed with respect to claim 110, between the inner tank and the outer shell 
may be sized such that the insulating medium (mica) is of a sufficient thickness 
to enable the storage tank to at least meet a two hour fire wall rating. 
Therefore, we will affirm the examiner's rejection of claims 118 and 132 under 35 
U.S.C. § 103(a) as being unpatentable over Kettlewell. 

Next, we examine the rejection of claims 109, 115, 128, 130 and 141 under 35 
U.S.C. § 103 {a) as being unpatentable over Kettlewell in view of Lindquist. As we 
have determined above, Kettlewell discloses a three layer storage tank which is 
capable of storing gasoline or other flammable liquids. We additionally note that 
outer shell II of Kettlewell is, at its upper portion, preferably open, thereby 
forming an open-topped container (page 1, col. 2, lines 51-53), a limitation which 
is recited In appellants * claim 141 on appeal. Since Kettlewell "relates to 
insulating means for heated bodies, such as tanks, furnaces, boilers and other 
heated surfaces" (page 1, col. 1, lines 1-3), we are of the view that one of 
ordinary skill in this art would have recognised that "pipe fittings" secured co 
the inner tank would have been necessary for the entry and removal of liquid 
material into and out of the cylindrical metal body or inner tank 10. We have seen 
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that Lindquist discloses a two layer, above ground storage tank for storing 
flammable liquids, and also note that Lindquist shows various pipe fittings 16 
secured to inner tank 4 which provide access to the inside of the inner tank 4. 

*X1 In this instance, we agree with the examiner when he concludes that: 
[ijt would have been obvious to one of ordinary skill in the art to have 
employed the pipe fitting teaching set forth in Lindquist, et . al . in the 
construction of the device of Kettlewell, motivated by the intended use. Note col. 
1, first paragraph of Kettlewell (answer, page 5). 

We have previously indicated that we view the Kettlewell device as being capable 
of storing gasoline or flammable liquids, and that the six inch spacing between 
appellants 1 inner tank and the outer shell would have been obvious to the 
ordinarily skill artisan based on the teaching at page 1, col. 2, lines 17- 19 of 
Kettlewell, and is a dimension which is not indicated by appellants' disclosure as 
being critical. Thus, we will affirm the examiner's rejection of claims 109, 115, 
128, 130 and 141 under 35 U.S.C. § 103(a) as being unpatentable over Kettlewell in 
view of Lindquist, 

We turn now to the examiner's rejection of claims 93, 108, 111 and 127 under 3b 
U.3.C. § 102(b) as being clearly anticipated by Searle. As noted before, Searle 
discloses a burial vault comprised of a mold box 1 or outer shell strongly 
constructed of suitable sheet metal, and a casket box 2 also strongly constructed, 
preferably of sheet metal, placed within the mold box and spaced therefrom by 
rests or spacers 3. Searle states: 

This casket box has closed or imperforate walls and the cover is also 
imperforate and the entire interior surfaces of the box and cover are preferably 
enameled or provided with any suitable impervious coating 23, to render the box 
absolutely tight (page I, column 2, lines 61-67), 

Once the casket box 2 is placed within the mold box 1, on supports 3; 

the mold box is then completely filled with suitable grouting, cement, 
concrete or other suitable plastic material so as to entirely and completely 
inclose the casket box and form a seamless continuous sealing and inclosing wall 
between the bottom, sides and ends of the casket box and the corresponding walls 
of the mold box and entirely covering the casket box to the level of the top edges 
of the mold box {page 2, column 1, lines 12-22). 

The examiner concluded that the Searle reference clearly anticipates claims 93, 
108, ill and 127. The examiner indicates that the claim portions "for storing a 
flammable liquid," "for storing a liquid" and "for storing gasoline* are directed 
to intended use and "thus not awarded patentable weight" (answer, page 4). We 
agree with the examiner and thus will affirm his rejection of claims 93, 108, 111 
and 127 under 35 U.S.C. § 102(b) as being clearly anticipated by Searle. To 
support a rejection of a claim under 35 U.S.C. § 102(b), it must be shown that 
each element of the claim is found, either expressly described or under principles 
of inherency, in a single prior art reference. See Kalman v. Kimberly-Clark Corp., 
supra. The structural limitations recited in appellants * claims are all found in 
the Searle reference, upon which the examiner relied. Appellants argue that "the 
Searle burial vault is completely unsuitable for use as an above ground gasoline 
storage tank" (brief, page 16). Although appellants are correct that Searle does 
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not address the use of the disclosed structure to store gasoline or flammable 
liquids, the absence of a disclosure relating to function does not defeat the 
finding of anticipation. It is well settled that the recitation of a new intended 
use for an old product does not make a claim to that old product patentable. See 
in re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. Cir« 1997). 
Accordingly, appellants' contention that their structure will be used to store 
gasoline or flammable liquids above ground does not have patentable weight if the 
structure is already known, as it is in Searle f regardless of whether the Searle 
structure (vault) has ever been used for the storage of gasoline or flammable 
liquids above ground. Appellants have not argued or otherwise demonstrated that 
the vault structure of Searle is not capable of storing a liquid such as gasoline 
above ground. 

*12 Appellants* additionally argue that -[c]laim 108 not only recites * an inner 
tank for storing gasoline 1 but further recites 'the insulating material being 
sufficient to at least meet a two-hour fire wall rating.' Searle discloses neither 
of these features" {brief, page 17). We are not persuaded by this argument. In our 
view, the functional limitations set forth in appellants < claim 108 do not serve 
to patentably distinguish appellants invention from Searle because those 
limitations would be inherent in the prior art vault structure. Furthermore, it is 
our view that it would have been an inherent property of the cement or concrete 
filling the space between the inner box 2 and outer mold 1 of Searle to at least 
meet a two-hour fire wall rating, as required by claim 103 on appeal. A reference 
may be from an entirely different field of endeavor than that of the claimed 
invention or may be directed to an entirely different problem from the one 
addressed by the inventor, yet the reference will still anticipate if it 
explicitly or inherently discloses every limitation recited in the claims. See In 
re Schreiber, at 1477, 44 03PQ2d at 1431, As a result, we will sustain the 
examiner's rejection of claims 93, 108, 111 and 127 under 35 U.S.C. § 102(b) as 
being clearly anticipated by Searle. 

The last of the examiner's rejections for our review is that of claims 110, 118, 
132 and 139 under 3 5 U.S.C. § 103(a) as being unpatentable over Searle. In looking 
at these claims, we see that claim 110 includes the limitations that « the bottom 
of the inner tank spaced substantially six inches from the bottom of the outer 
shell w and "the side walls of the inner tank spaced substantially six inches from 
the side walls of the outer shell." It is clear to us that such sizing and spacing 
would have been obvious to one of ordinary skill in the art when the mold and 
casket of Searle are sized to receive a small adult or a child, As for the use 
limitation regarding the storage of gasoline above ground and the fire wall rating 
set forth in those claims, we refer to our comments above concerning claims 93 , 
108, 111 and 127. Thus, we sustain the examiner's rejection of appealed claims 
lio! 118 and 132 under 35 U.S.C. § 103(a) as being unpatentable over Searle. 

However, we also note that claim 139 includes the limitation that the inner tank 
has "a capacity of at least 1000 gallons." The box 2 of Searle clearly does not 
have a capacity of 1000 gallons, as required by claim 139 on appeal. In our vxew 
there is no suggestion, incentive or motivation in the applied reference to have 
modified the inner box 2 of Searle to have a capacity of 1000 gallons. 
Accordingly, we will not sustain the examiner's rejection of claim 139 under 35 
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U.S.C. § 103(a) as being unpatentable over Searle. 

*13 We see that in their reply brief (Paper Mo. 58} appellants refer to the 
Declaration of William Y, Hall, filed "on or about" December 27, 1936. Mr. Hall's 
declaration states; 

26. As far as 1 am aware, the tank of the present invention was the first tank 
ever to be certified by a national testing agency as being capable of meeting or 
exceeding a two hour fire wall rating. I do not know of any prior tank that was 
capable of meeting a two hour fire wall rating (Paper No. 52, pages 4-5). 

Appellants' arguments concerning secondary considerations (reply brief, page 4), 
(i.e., the declaration of William Y. Hall) are of no moment with respect to the 
rejections under 35 U.S.C. § 102(b) and have not been considered with respect 
thereto. The only claims in which we have sustained rejections under 35 U.S.C. § 
103(a), which include a limitation that the tank be capable of meeting a two hour 
fire wall racing, are claims 113 and 132 which stand rejected under 35 U.S.C. § 
103(a) as being unpatentable over Searle or Kettlewell. However, we are net 
persuaded by appellants 1 secondary evidence with respect to the above noted 
rejections of these claims. In that regard, while it may be true that Mr, Hall was 
not aware of any other prior tank that was capable of meeting a two hour fire wall 
rating, as we have indicated above, we are of the view that the construction of 
the Searle device having concrete between the inner metal tank 2 and the outer 
metal shell 1, exactly as appellants' tank does, would inherently provide a tank 
having such a rating. Furthermore, mica, like concrete, is an inorganic fireproof 
insulating material and we are of the opinion that one of ordinary skill in the 
art would have known that, given the desired thickness of the insulating material 
(about 6 inches), the tank of Kettlewell would inherently provide a tank having 
such a fire wall rating, 

In view of the foregoing, we are satisfied that when all the evidence is 
considered, the totality of the evidence submitted by the appellants cannot be 
accorded substantial weight, so that, on balance, the evidence of nonobviousness 
fails to outweigh the evidence of obviousness relied upon by the examiner. 
Accordingly, we conclude that the subject matter of claims 118 and 132 on appeal 
would have been obvious to one of ordinary skill in the art, and we sustain the 
rejection of those claims under 35 U.S.C. § 103(a). 

CONCLUSION 



In summary: 

(1) the decision of the examiner to reject claims 39 through 156 as being unduly 
multiplied is reversed; 

(2) the decision of the examiner to reject claims 93, 107, 108, 111, 112, 119, 
127, 133 and 134 under U.S.C. § 102(b) as being clearly anticipated by Lindquist 
is reversed; 

*14 (3) the decision of the examiner to reject claims 93, 108, 111, and 127 

under 35 U.S.C, § 102 <b) as being anticipated by Searle is affirmed; 
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{4} the decision of the examiner to reject claim 108 under 35 U.S.C. § 102(b) as 
being clearly anticipated by Kettlewell is affirmed; 

(5) the decision of the examiner to reject claim 108 under 35 U.S.C, § 102(b) as 
being clearly anticipated Johnston is reversed; 

(6) the decision of the examiner to reject claims 109, 110, 114, 118, 122, 126, 
132, 138 and 139 under 35 CKS.C. § 103(a) as being unpatentable over Lindquist is 
reversed? 

(7) the decision of the examiner to reject claims 110, 118, and 132 under 35 
U,S.C, § 103(a) as being unpatentable over Searle is affirmed; 

(8) the decision of the examiner to reject claim 139 under 35 U.S.C. § 103(a) as 
being unpatentable over Searle is reversed; 

( 9 ) the decision of the examiner to reject claims 110, 113 and 132 under 35 
0.S.C, § "103(a) as being unpatentable over Kettlewell is affirmed; 

(10) the decision of the examiner to reject claims 110, 118 and 132 under 36 
U.S.C. S 103(a) as being unpatentable over Johnston is reversed; 

(11) the decision of the examiner to reject claims 89, 92, 93, 107 through 112, 
114, 115, 118, 119, 122, 123, 126 through 128, 130, 132 through 135 and 138 
through 141 under 35 U.S.C. § 103(a) as being unpatentable over Lindquist in view 
of Kettlewell, Pritchard, Setsekcrn and Hapes is reversed; 

(12) the decision of the examiner to reject claims 123, 135, 137 and 140 under 
35 U.S.C. § 103(a) as being unpatentable over Lindquist in view of Kettlewell is 
reversed; 

(13} the decision of the examiner to reject claim 137 under 35 U\S.C, § 103(a) 
as being unpatentable over Lindquist in view of Johnston is reversed; 

(14) the decision of the examiner to reject claims 152 and 154 under 35 U,S,C. § 
103(a) as being unpatentable over Lindcruist in view of Searle is reversed; and 
finally, 

(15) the decision of the examiner to reject claims 109, 115, 128, 130 and 141 
under 35 U.S.C. § 103(a) as being unpatentable over Kettlewell in view of 
Lindquist is affirmed. 

No time period for taking any subsequent action in connection with this appeal 
may be extended under 37 CFR § 1.136(a). 

AFFIRMED- IN- PART 
BOARD OF PATENT APPEALS AND INTERFERENCES 
*15 MEAL E. ABRAMS 
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Administrative Patent Judge 
CHARLES E. FRANKFORT 
Administrative Patent Judge 
JOHN F. GONZALES 
Administrative Patent Judge 
CEF : Imb 

FH1. This rejection based on undue multiplicity has not been 1 expressly restated 
by the examiner in the final rejection (Paper No. 54, mailed April 15, 1997} , or 
in his answer (Paper Ho. 57, mailed September 3, 1997). However, we note that in 
his answer the examiner indicates that ft] he appellants [ f ] statement of the 
issues in the brief is correct* (Paper Mo. 57, page 2} and that "[tjhe question of 
undo [sic, undue] multiplicity has been addressed in papers #49 and #51* (Paper 
No. 57, page 7), Thus, it is apparent that the examiner has maintained this 
rejection and that appellants are seeking our review of the examiner's position in 
this appeal. Accordingly, we will treat claims 89 through 156 as standing rejected 
for being unduly multiplied, as indicated. 

FN2, To merely establish the level of knowledge in the art 2 with regard to the 
properties of mica, we note GMS Industrial Pty Ltd article "What is Mica" at 
http://www.generalmica.com.au/info.html which states, under the subheading Useful 
properties of Mica, "[Mica] is fireproof and noninf lammable , unaffected by 
temperatures up to 1200 to 1600 degrees F.» Also, U.S. Patent 4,015,393 "Panel 
with Core and Method of Constructing" discloses mica and cement as known materials 
selected by artisans for their property of noncombustibility in the fabrication of 
fireproof doors which are required to meet different fire codes and regulations. 
See particularly, column 1 ( lines 9-17, Copies are attached to this decision. 

2002 WL 31003029 (Bd.Pat.App & Interf J 
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